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Re: 



Commissioner of Patents 

ATTN: Examiner Michael D. Masinick, Group Unit 212 

US Patent and Trademark Office 

P.O. Box 1450 

Arlington, VA 22313-1450 

Patent Application 10/686,090 
Chemyak. A. et al. 



Dear Commissioner: 

On May 5th, 2006, 1 am sending by Express Mail the Response to the Final Office Action 
for the above application. 



I hereby authorize use of my deposit account, 500705, with User ID FINA, to cover all 
necessary fees and costs for this application. 



It was the sincere intention and effort to specifically correct the application in full 
compliance with the issues and points raised by the Final Office Action and enable the 
issuance of a patent, that govemed this response. Should the Office, on review of the 
Response and Amended Claims, feel either that the claims deemed allowable if rewritten 
(Claims 12-35, 38-39, 48-62, and 67) have not been rewritten into allowable form; or that 
claims 1-11, 36-37, and 65-66 have had the objections traversed, the undersigned 
requests a telephone interview to arrange an Examiner's Amendment or other such 
correction as may be arranged to expedite allowance and issuance. 




EXPRESS MAIL CERTIFICATE 

"Express Mail" mailing label No: EQ 199949706US 

Date of Deposit: May 2006 

I hereby certify that the following documents: 

• attorney's cover letter; 

• 2 copies transmittal cover, with: 

petition for extension of time, payment, and 
Deposit Account Authorization ; 

• Copy of the Office Action; 

• Response to First Office Action; 

• Claims Listing with marked-up copy of claims 

• a copy of this Express Mail Certificate; 



are being deposited in a single envelope with the United States Postal Service "Express 
Mail Post Office to Addressee" service under 37 CRR. 1.10 on the date indicated above 
and such envelope is addressed to: 

Mail Stop Non-Fee Amendment 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450. 



George S. Cole, Esq. 




United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
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Office Action Si 



Application IMo. 

10/686,090 
Examiner 




Applicant{s) " 

CHERNYAK ETAL 



- Extensions of time may be available under the provisions of 37 CFR 1 iVk JT , "'p '-'UMMUNICATION. 
after SIX (6) MONTHS from the mailing date of^hisSunicatii,n ' ° "'^>' ^ ^^P'V "'"^V Wed 

: PailL^r»LTaTre^t^^^^^^^ 

status 

1)13 Responsive to communication(s) filed on 15 NovembfirPnnR 
2aM This action is FINAL. 25)0 This action is non-final 

' f.rH '''"r"°" " ^"'^^P* -^^t*^^^- P^^ecution as to the merits is 

closed .n accordance with the practice under Ex parte Quayle, 1935 CD. 11. 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1:72 is/are pending in the application. 
4a) Of the above claim(s) 6872 is/are withdrawn from consideration 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1-11.36.37.40-47 and 63.6S js/are rejected. 

7) 13 Claim(s) 12-35.38.39.48-6? ^nH aj is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

1 0)^ The drawing(s) filed on 29 November 2005 is/are: a)E| accepted or b)D objected to by the Examiner 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

. ^""''"T"' '''''^'^ ''''''''' '""^^ objected to. See 37 CFR 1 121(d) 

1 1 )U The oath or declaration is objected to by the Examiner. Note the attached Office Action or fom, PTO-1 52. 

Priority under 35 U.S.C. § 119 

1 2)n Acknowledgment is made of a claim for foreign priority under 35 U S C S 1 1 9ra)-fd^ or m 
a)nAII b)D Some* on None of: ' ^^^''^0^(1). 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 1 7.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 
Paper No(s)/Mail Date , 



U.S. Patent and Trademark Office 

PTOL-326 (Rev, 7-05) 



4) O Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) O Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: . 



Office Action Summary 



Part of Paper No./Mail Date 20051 1 29 
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DETAILED ACTION 



Drawings 

The replacement drawings sheets were received on 1 1/29/2005. These drawings are accepted. 

Election/Restrictions 

1 This application contains claim 68-72 drawn to an invention nonelected without traverse. 
A complete reply to the final rejection must include cancellation of nonelected claims or other 
appropriate action (37 CFR 1.144) See MPEP § 821.01. 

Response to Amendment 

2. Applicant's amendments and arguments have been read and are not found to be wholly 
persuasive. All previous USC 101 and USC 1 12 rejections are removed as applicant's claim 
amendments were made in accordance with the office action suggestions. All art rejection 
arguments are found to be non-persuasive. While it is reasonable to read some information into 
the claims when examining an application to distinguish it from the prior art, the amount of 
information argued by the appUcant that should be read into the claim language is simply 
abundant. All arguments presented by appUcant are related to the specification and the 
descriptions of additional subject mater brought into the claims from the specification and not to 
the claims themselves. AppUcant has not submitted a specific claim element which is not shown 
the Brown patent as a rebuttal to the USC 102 rejection or given reasons why the examiner's 



in 



Application/Control Number: 10/686,090 p^g, 
Art Unit; 2125 

interpretation of the Brown patent in view of the claim elements is incorrect (other than 
specification related arguments). 

3 . Although the claims are interpreted in light of the specification, hmitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 
USPQ2d 1057 (Fed. Cir. 1993). 

4. For example, while Brown may not show a 'Vendor database" as contemplated by 
appUcant, the network of databases containing vendor products as found in Brown reads on the 
claim as written. If applicant is seeking protection for a vendor database containing lifecycle 
product information with the "information about the current state of involvement", "customer- 
based Engmeering Change Orders", "version tracking control", "current state of the project" or 
any other such information, appUcant needs to bring this information into the independent claim 
to clearly define the claim over the prior art of record. 

5. On pages 10 and 1 1 appUcant argues that Brown does not show aU of the features that ar< 
claimed in claim 12. This claim has been allowed. AppUcant appears to be asserting that all of 
claim 12 should be read into independent claim 1 as well and seeking allowance of that claim 
based on the content of claim 12. This is clearly not possible for the reasons given above. 

6. Applicant's argument that Brown does not show "supporting documentation" is not 
found to be persuasive. Brown shows "The design files 16a, 16b contain all of the information 
needed for a particular design, which was created by a particular EDA tool 20. Each EDA tool 
20 creates its own EDA design file 16, containing one or a coUection of files having ail of the 
information that the particular EDA tool needs to view, print, transmit, analyze and/or 
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manipulate that particular design." This clearly shows both the actual design and all 
"documentation" needed for the design. 

7. All dependant claim rejections are maintained as previously written. Applicant's 
arguments are based on the specification or examiner disagrees with the interpretation of the 
Brown patent put forth by applicant. 

8. All use 103 rejections are also maintained as written. Applicant's arguments are based 
on claim interpretation alone. 

9. Examiner notes that the invention of the applicant is clearly different than that of Brown 
and is most likely different than any other prior art of record. However the claims in this case do 
not clearly claim the invention as it is being argued by the applicant. Applicant is asked to 
review the claims to clearly claim the actual invention for which a patent is sought so that the 
interpretation of the claimed invention is not up to the reader. 



Claim Rejections - 35 USC §102 
10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 

States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 37 1(c) of this title before the invention 
thereof by the applicant for patent. 



The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIP A) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
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do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

1 1 . Claims 1-3, 5-11, 36, 37, 40-47 and 63 are rejected under 35 U.S.C. 102(e) as being 
anticipated by U.S. Patent Pubhcation 2002/0156757 to Brown et al. 

12. Referring to claims 1, 36, 37, and 40-44, Brown shows a Computer Aided Design, 
Computer Aided Manufacturing (CAD-CAM), software program, which supports Product 
Lifecycle Management, said CAD-CAM software program comprising: a Resource Management 
Subsystem (Figure 1 and paragraph 17); a Product Lifecycle Management database (Figure 1, 
database 34); a Collaboration Subsystem (Figure 1, "network 30" which brings together vendor 
databases); and, a Project Management subsystem (paragraph 18); wherein said database and 
subsystems take inputs from at least one external source (paragraph 21), exchange data with at 
least one human user and amongst each other (paragraph 21), and in accordance with the 
decisions and constraints entered by the human user and contained within the program, produce 
as an output at least one design of at least one product and supporting documentation associated 
with said design, both design and documentation being as complete as said decisions and 
constraints allow (Abstract). With respect to claims 40-44, 36, and 37, the industry with which 
the rules input by the user are relative to does not change the software program itself or the 
operation thereof 
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13. Referring to claim 2, Brown shows means for importing data concerning a product from a 
variety of computer formats; and, means for exporting data concerning a product from a variety 
of computer formats (Abstract). 

14. Referring to claim 3, Brown shows wherein said means for importing data concerning a 
product from a variety of computer formats ftirther comprise a module for translation from a bill 
of materials for such product to a design (Abstract - "creates a design file"). 

15. Referring to claim 5, Brown shows wherein said means for importing data concerning a 
product from a variety of computer formats further comprises a module that enables a human 
user to select a design already contained within any database accessible to the software program, 
said module comprising: means for translating said data into a set of design constraints; means 
for using said constraints to identify all candidates for equivalents contained within said database 
and said Project Management Subsystem; means for listing said candidates for equivalents; and, 
means for letting the human user select and designate at least one candidate as the replacement 
(Paragraphs 0055-0061). 

16. Referring to claim 6, Brown shows means for maintaining design standards; means for 
coordinating design changes; means for managing resources; and, means for coordinating timing; 
means for document unification, tracking, and control; Engineering Change Order Processing; 
and, related manufacturing efforts; for a design, between projects, across organizational 
boundaries, or between organizational groupings (Paragraph 0064). Examiner notes that this 
claim is very broad and each piece can be interpreted in many different ways. Brown can clearly 
show each piece in different ways throughout the document. 
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17. Referring to claim 7, Brown shows wherein the Resource Management subsystem 
comprises: means for translating data between third-party planning software and records, and the 
CAD-CAM sofl:ware program's inputs and outputs; means for incorporating as design constraints 
and potential elements information concerning third party designs and products means for 
exchanging reports; concerning each project and design managed by the CAD-CAM software 
program with a human user; and, means for sharing information concerning status for each 
project and design managed by the CAD-CAM software program amongst human users 
(Paragraphs 0047-005 1). Sharing among human users is done using the design files as 
previously noted. 

18. Referring to figure 8, Brown shows wherein the Product Lifecycle Management database 
fiirther comprises: all records used by the CAD-CAM software program to control and 
coordinate all activities between the database and subsystems; and, all records used by the CAD- 
CAM software program to record, track, update, and report on the fiiU lifecycle for each project 
and product handled by the CAD-CAM software program ("Workstation 10" with access to 
records stored in the databases of figure 1). 

19. Referring to figure 9, Brown shows wherein the Product Lifecycle Management database 
fiirther comprises: means for recording each product designed by each human user of the CAD- 
CAM software program within the organization owning that copy of the software program; and, 
means for incorporating into the Project Lifecycle Management database each such product as a 
project (Paragraph 0064 - "design files"). Examiner notes that all software programs have a 
"save" fiinction which reads on the first claim element. 
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20. Referring to claim 1 0, Brown shows wherein the Collaboration subsystem further 
comprises: means for collecting as inputs records from differing organizational groups involved 
in a design process being managed by the CAD-CAM software program (Vendor databases); 
and, means for producing from said records status data as outputs, thereby sharing such status 
data with differing organizational groups involved in a design process being managed by the 
CAD-CAM software program (paragraph 0062). 

2 1 Referring to claim 1 1 , Brown shows wherein the means for producing firom said records 
status data as outputs, thereby sharing such status data with differing organizational groups 
involved in a design process being managed by the CAD-CAM software program, comprises 
automatic messaging of such outputs to at least one recipient designated by a human user of the 
CAD-CAM software program. Examiner again notes that this claim is very broad and 
"automatic messaging" can be interpreted in many ways. Paragraphs 0061-0068 describe many 
ways of handhng imported data and it is a design choice of the system designer where the data 
may be sent or any status messages that can be sent when data is imported. It is clear that the 
website data and database are updated to reflect the importing, and this reads on the claim. 
22. Referring to claim 45, Brown shows at least one library of HES designs (Title of Brown 
patent). 

23 Referring to claims 46 and 47, Brown shows a module for classifying, incorporating, and 
subsequently using a new set of defauhs based on the most recent additions to the designs in the 
databases and user made corrections (paragraph 0026 and 003 1). 



Application/Control Number: 10/686,090 Page 9 

Art Unit: 2125 

24. Referring to claim 63, Brown shows a module for compressing and archiving all data for 
designs which are not currently being used by the program. Examiner notes that this is an 
inherent trait of any database and that the data is archived automatically when not in use. 

aaim Rejections - 35 USC §103 

25. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skiU in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

26. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
Publication 2002/0156757 to Brown et al as shown above in view of U.S. Patent No. 4,862,376 
to Ferriter et al. 

27. Brown does not specifically show wherem said means for importing data concerning a 
product from a variety of computer formats further comprise a module for translation firom an 
engineering drawing for such product to a design. 

28. Ferriter shows a module for translation from an engineering drawing for such product to a 
design (Figure 12, abstract). Also note that the specification of the curtent invention (paragraph 
0116) states that Ferriter shows the creation of engmeering drawings and design documents and 
vice versa. 

29. It would have been obvious to one of ordinary skill at the time the invention was made to 
the engineering drawing conversion system of Ferriter in the translation system of Brown 



use 
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because it will "aid the project designer in the detailed design of the project" resulting in a 
quicker and more professional job being completed (Ferriter column 2). 

30. Claims 64-66 are rejected under 35 U.S.C, 103(a) as being unpatentable over U.S. Patent 
Publication 2002/0156757 to Brown et al. 

3 1 . Brown does not specifically show an Interactive Help Module for instructmg the human 
user in the uses, capabilities, and Umitations of the software program, wherein the Interactive 
Help Module further comprises: means for providing an overview on the software tool; a general 
engineering library with incorporated references; a glossary of terms; a technical overview for 
each field of engineering contained within the database and subsystems; and, means for the 
human user to access all of the above, 

32. Brown also does not show a tutorial module incorporating: a set of design challenges; for 
each design challenge, a previously-worked-out solution set of satisfactory designs; and, 
instruction for relative evaluation of the members of the solution set against the constraints and 
decisions which produced each member of the solution set. 

33 . Help menus and tutorial menus are well known parts of a software program. All 
programming systems for creating windows programs automatically create a help menu with all 
of the above options and features. It would have been obvious to one of ordinary skill in the art 
at the time the invention was made to include a help menu and tutorial module when creating the 
software program of Brown because having the help files and tutorials as part of the program 
saves time and allows the user immediate access to important information. 
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Allowable Subject Matter 

34. Claims 12-35, 38, 39, 48-62, and 67 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

35. Any comments considered necessary by applicant must be submitted no later than the 
payment of the issue fee and, to avoid processing delays, should preferably accompany the issue 
fee. Such submissions should be clearly labeled "Comments on Statement of Reasons for 
Allowance". 



Conclusion 

36. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael D. Masinick whose telephone number is (571) 272-3746. 
The examiner can normally be reached on Mon-Fri, 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Leo Picard can be reached on (571) 272-3749. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubUshed appUcations 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



MDM 




LEO PICARD 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2100 



